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Nintendo of America Inc. v. Go Cyber Shopping (2005) Ltd. et al., 2017 FC 246  
 
technological protection measures (TPMs), authorizing infringement, statutory 
damages for TPMs, and special case to lower statutory damages   
 
Highlights:  

This is the first time TPM circumvention and associated remedies have been considered by the Federal 
Court. The Court held: 

• the physical configuration of a video game cartridge is a TPM, as are Boot up Security Checks 
and Encryption/Scrambling features for these games 

• unauthorized replication of these measures constituted circumvention 
• TPM circumvention warranted separate damages from copyright infringement  
• awarding of damages on a “per work” basis, rather than on a “per circumvented technology” 

basis, is warranted by the need for deterrence 
• what is necessary to trigger damages is that the TPM could be circumvented, rather than an 

actual infringement 
• applying the statutory damages scheme enumerated by the Copyright Act to TPM circumvention 

is justified, in this case, to award damages at the high end of the commercial scale: $20,000 per 
work.  

The result—$11.7 million in damages awarded for TPM circumvention (for 585 games).  A further award 
of $66,000 for copyright infringement, plus an additional $1 million in punitive damages for the 
respondent’s recidivism and failure to stop the circumvention activities after warns by the rights holder 
was also granted. 

Discussion: 

In 2016, Nintendo of America Inc., the famous video game company that sells and distributes video 
games and consoles, sued Jeramie King (settled, with consent order) and his company, Go Cyber 
Shopping Ltd., for copyright infringement and technological protection measure (“TPM”) circumvention.  
 
The Nintendo case concerns whether the sale of devices and technologies by a Waterloo, Ontario area 
business—Go Cyber Shopping—that allowed users to play unauthorized versions of Nintendo games on 
Nintendo gaming systems, namely, the Nintendo DS, 3DS, and Wii, constituted circumvention of TPMs as 
prohibited by the Act, as well as secondary copyright infringement.  In particular, the respondents were 
selling game copiers and mod chips.  Game copiers are used to play pirated copies of games.  A user 
downloads and saves a pirated copy of a game onto a memory card, inserts the memory card in the 
game copier, inserts the game copier in the game card slot of a console, and the game copier then 
mimics a genuine game card. Mod chips operate by modifying firmware of a console’s disc drive or 
disabling certain security routines which can permit users to play pirated games.  The respondents also 
offered mod chip installation services.  The decision came rather quickly—Nintendo commenced the 
proceeding as an Application in Federal Court just over one year ago, in February 2016.  
 
In brief, TPMs are any effective technology, device, or component that, in the ordinary course of its 
operation, controls access to a copyrighted work, or restricts the doing of anything the copyright owner 
has the exclusive rights to do (e.g. copy). “Circumvention” occurs when that protection is defeated in 
some way (e.g. by avoidance, bypassing it, removal, etc). Under section 41.1(1), a person will have 
circumvented a TPM if they offered or provided services to the public for the purposes of circumventing a 
TPM or they manufactured, imported, distributed, or offered for sale or rental, or provided any technology, 
device, or component designed to circumvent TPMs. The TPM provisions can be found in section 41–
41.19 of the Copyright Act, which came into force in 2012 as part of the Copyright Modernization Act. 

Before delving into the specifics of the case, Justice Campbell provided a brief summary of the legislative 
background of the TPM provisions to lay the foundation for his reasoning. He focused, in particular, on a 
paper published by the Government of Canada around the time the legislation was originally proposed, 
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which set out the rationale for protecting TPMs as a means to give innovative companies, such as video 
game developers, the “legal tools to protect the investments they have made in order to reinvest in future 
innovation and jobs”.    
 
The TMPs at issue were, for the DS and 3DS systems: 

1. the physical configuration of game cards (i.e. shape, size and arrangement of electrical 
connections designed specifically for a genuine console),  

2. boot up security checks (i.e. proprietary code and data that the console checks are present 
before permitting access to a game), and  

3. encryption and scrambling code (i.e. technology that encrypts and scrambles communications 
between the game and console).  

For the Wii, the TPMs at issue were: 
1. a proprietary unique data format designed to be used only on Wii disc, and  
2. copy protection code that cannot be copied using commercially available tools and must be 

present to access a game.  
 
It was clear to Justice Campbell that Nintendo’s boot up security checks, encryption and scrambling code, 
and other code-driven technologies, were clearly TPMs. Of note, however, was his conclusion that the 
shape of the cartridge could also function as a TPM: 
 

[84] Thus, having regard to Parliament’s express intent to give copyright owners the power to 
control access to works, the principle of technological neutrality, the scheme of the Act, and the 
plain meaning of the definitions for TPM and “circumvent”, it is clear that access control TPMs do 
not need to employ any barrier to copying in order to be “effective”. 
…. 
 
[86] The evidence shows that the physical configuration of the Applicant’s game cartridges, 
including the shape of the card and the arrangement of the electrical pins, was designed to fit 
specifically into a corresponding slot on each of its consoles. Together they operate much like a 
lock and key. This measure is quite effective in controlling access to genuine Nintendo Games on 
the Applicant’s game cards. 
 
[87] In the normal course, a work contained on another medium with a different physical 
configuration, like an SD card, cannot be accessed by a user through the Applicant’s consoles. A 
user without one of the Applicant’s consoles is also unable to access a Nintendo Game on a 
genuine game card. It is therefore clear that the physical configuration is an access control TPM 
as contemplated under the Act. 

 
Such conclusion is important given the difficulty of protecting the shape of objects, where that shape is 
dictated by function, under other intellectual property schemes—namely copyright, trademark, and 
industrial design. It suggests that while rights holder may not have recourse against others that copy their 
design per se, where such copying facilitates use of the right holder’s technology not otherwise possible 
(i.e. providing a key to the right holder’s lock), recourse may be had under the TPM provisions of the 
Copyright Act.  
 
The “key and lock” analogy discussed above was particularly compelling to Justice Campbell, who relied 
upon it, in part, to explain why damages should be assessed on a “per work” basis, rather than a “per 
circumvented technology” basis:   
 

[139] Third, the economic reality of copyright vis-à-vis TPM circumvention favours a workbased 
calculation. The “market” for circumvention devices and services is driven by the value of the 
works to which access is illicitly gained. A robber breaks a lock because of the value behind the 
lock, not because of the value of the lock(s). If the Applicant had not invested millions of dollars to 
create a library of valuable video games, the Respondent would have no market for its 
circumvention devices. 
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Justice Campbell also looked to the wording of the Act, that the scheme of the statute shows actual 
infringement of copyright is not a condition precedent necessary for an award of statutory damages, and 
the need for deterrence against similar behaviour in light of the value and number of works potentially 
unlocked by a single circumvention technology, and.   
 
Deterrence, as well as the need for retribution and denunciation, compelled the $1 million punitive 
damages award. Justice Campbell looked to the evidence, which showed the Respondent deliberately 
sold the devices as circumvention devices, promoted these activities, which had gone on for years, 
operated under a misleading unregistered business name, and intended to expand its TPM circumvention 
activities to future generations of Nintendo’s systems, as all showing “callous disregard for the Applicant’s 
rights”. The Respondent’s limited admissions of wrongdoing did little to sway the Court, since they were 
“calculated to limit liability rather than address the full nature and extent of its infringing activities”. 
Interestingly, the fact that Nintendo did not issue a cease-and-desist letter prior to commencing this 
proceeding did not impact its entitlement to punitive damages.  
 
Justice Campbell dismissed the Respondent’s argument that its devices fell under the “interoperability of 
computer programs” exception to the TPM provisions. The respondents took the position that their 
technology allowed for the playing of “homebrew” games—third-party games designed to be played on 
Nintendo systems. In particular, the evidence, namely the Respondent’s advertising and marketing, 
showed the primary purpose of the technology (the standard for liability under 41.1(1)) was for playing 
pirated, not “homebrew” games. Further, Nintendo’s evidence showed no need for developers to resort to 
TPM circumvention to achieve interoperability.  
 
Also of note in this decision were findings related to copyright infringement.   Two types of copyright 
works at issue were: (1) computer code and data used by Nintendo as part of the TPMs themselves 
(“header data”) and (2) video games developed for the game consoles.  Nintendo had Canadian copyright 
registrations for certain header data and certain videos games, and owned US registrations for certain 
video games not subject to Canadian registrations.  The Respondent did not challenge the subsistence or 
ownership of copyright.  With respect to header data, it is noteworthy that Justice Campbell found that the 
respondent ‘authorized’ the infringing activities by providing its customers with instruction on how to copy 
the header data from a third party website, including by listing third party website for downloading header 
data on packaging, and directing users to instructions on how to obtain the file containing the header data 
on its website.   Preloading the header data was not required to give rise to a claim of infringement.  The 
respondent argued that the game copiers are “fundamentally blank discs”.   Two other header data works 
at issue, and the respondent admitted infringement with respect to one, and Justice Campbell found that 
it is reasonable to infer that the Respondent knew, or ought to know, that its game copiers contain 
unauthorized copies of the other.   
 
In result, Nintendo was awarded damages on the very high end—$11,700,000 for TPM circumvention in 
respect of its 585 Nintendo Games, $60,000 for copyright infringement, $1,00,000 in punitive damages, 
an injunction against the Respondents, delivery up of the infringing goods, plus elevated costs under 
Column V of Tariff B. 
 

Trader v CarGurus, 2017 ONSC 1841  
 
information location tools, copyright in photos, fair dealing, and special case to 
lower statutory damages 
 
Highlights:  
 
This case is one of the first to consider the meaning of the “information location tool” safe harbour in the 
Copyright Act.  The “information local tool” safe harbour excuses from liability for infringement the 
activities of those operating tools that make it possible to locate information via the internet, and was 
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implemented as part of the 2012 Copyright Modernization Act.  The decision is also noteworthy for finding 
copyright infringement for framing, and for applying a rarely used provision to reduce a statutory damage 
award in special cases involving more than one work in a single medium where the total award wold be 
grossly out of proportion to the infringement.  Finally, the decision is noteworthy for the venue.  The 
copyright infringement matter was on the Commercial List of Ontario’s Superior, brought by way of 
Application in December, 2015, with a decision rendered April 2017.   
 
The Court held: 

• “Information location tool” safe harbour applies to “to intermediaries that provide tools that enable 
users to navigate and find information where it is located on the Internet.  It did not intend to 
afford that protection to providers like CarGurus that gather information from the Internet and 
make it available to the user on the provider’s own website.”   

• Taking photos following standardized procedures and training (e.g. prescribing angle, lighting, 
etc.), does not reduce the activity to a “mechanical” exercise.  The artistic or aesthetic nature of a 
photograph is not relevant to it being an “artistic work”. 

• Still a live question as to whether merger doctrine applies in Canada.  If it does, there is not such 
a limited number of ways to photograph a vehicle that affording Trader copyright protection in the 
photos would somehow give it a monopoly on photographing vehicles for sale. 

• Framing a work “makes it available” to the public by telecommunication in a way that allows a 
member of the public to have access to it from a place and a time individually chosen by that 
member.  Irrelevant on whose server the photo is actually stored. 

• Not “fair” to deal with commercial photography for a strictly commercial purpose, and widely 
disseminate throughout the Internet for the entire life of the photo is relevant for the commercial 
purpose, and to compete squarely with the copyright owner in the same market. 

• Lowest per work statutory damage award to date ($2/work).  The Court has discretion to reduce 
statutory damages below $500 where multiple works copied to a single medium and award of 
$500 per work would be grossly disproportionate. Trader claimed statutory damages at the lowest 
end of the commercial scale—$500 per work—seeking a total of $98.3 million in damages. 
Relying on section 38.1(3) and (5), the Judge exercised his discretion, holding the because the 
infringement occurred in a single medium (electronic) and a strict application of statutory 
damages would result in a “grossly” disproportionate award, and since the circumstances showed 
CarGurus did not act in bad faith, the total statutory damages award could be reduced to 
$305,064—about $2.00 per work.  

 
Discussion: 
 
Trader, the plaintiff, operates a digital marketplace for new and used vehicles.  It offers a service to 
dealers involving Trader’s photographers going to dealerships and taking photos of the vehicles to include 
listings (“Capture Service”).  Capture Service photos represent about 5% of photos for all vehicle listings 
in Canada.  
 
CarGurus, the defendant, entered the Canadian market and became a direct competitor to Trader, 
operating a similar website that allowed users to search automobile dealer listings, which CarGurus 
aggregated on its own website. CarGurus sourced vehicle listings (i) from partners that provide “feeds”, 
and (ii) indexing and scraping dealer websites.  This was based on the US model.  CarGurus operates on 
a ‘take down’ system in the US, and removes vehicle listings if a dealer so requests.  In the US, the 
majority of dealers support the technique as it amounts to free publicity and lead generation.  The 
prevailing industry view is that dealers own photos in the listing, irrespective of who takes the photo.  
Trader first objected to CarGurus in June of 2015, claiming copyright in contents on the autotrader.ca 
website.  Trader did not advice CarGurus of its Capture Service in the letter or in subsequent call or while 
subsequent investigations were ongoing.  In December 2, in response to a demand letter relating to 
150,000 photos having been scraped from dealer websites, CarGurus requested identifying information 
for the photos, and before receiving that information, removed 1million photos from its website.  Trader 
thereafter filed the Notice of Application, and 4 days later identified the photos. 
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As part of the underlying claim, Trader alleged that in operating its website, CarGurus reproduces nearly 
200,000 photographs taken via the Capture Service, the copyright for which was owned by Trader, 
without permission from Trader, and sought a permanent injunction, statutory damages in the amount of 
+$98million ($500 per photo), and punitive damages of $1million. As part of its defence, CarGurus 
claimed that its website was an “information location tool” and its activities benefited from the exception 
for copyright infringement liability for “information location tools” set out in section 41.21 of the Copyright 
Act, and that therefore, CarGurus could not be responsible to pay damages for the alleged infringement.  
 
Section 41.21(1) of the Copyright Act provides that a copyright owner is not entitled to any remedy other 
than an injunction against a provider of an “information location tool”, so long as the provider satisfies 
certain conditions set out in subsection (2). This “safe harbour” was introduced to the Copyright Act as 
part of the 2012 amendments designed to “modernize” copyright in Canada. While the Copyright Act 
defines “information location tool” as “any tool that makes it possible to locate information that is available 
through the Internet or another digital network,” the meaning and application of this definition had not yet 
been judicially determined before this decision.  
 
In considering the meaning of “information location tool”, and whether CarGurus could avail itself of this 
safe harbour, the Judge considered the background document to the Copyright Modernization Act, and 
the functioning of the safe harbour. In particular, the Judge focused on the intention of parliament for 
these types of safe harbours to apply where the internet service provider of search engine acts “strictly as 
[an] intermediary in communication, caching, and hosting activities”, and that the conditions to apply the 
safe harbour in section 41.27 show that it is designed to protect entities that enable the user to get to the 
location of the information only:  
 

[46]           The crux of the defined term “information location tool” in the Act is the locating of 
information – it is a tool that it “makes it possible to locate information that is available through the 
Internet.”  In my view, Parliament intended to afford protection to intermediaries that provide tools 
that enable users to navigate and find information where it is located on the Internet.  It did not 
intend to afford that protection to providers like CarGurus that gather information from the Internet 
and make it available to the user on the provider’s own website.   

The judge rejected the expert evidence proffered by CarGurus, that “information location tool” should be 
taken to mean “a service that refers or links users to an online location on the World Wide Web.  Such 
term includes directories, indices, references, pointers, and hypertext links”—which is the definition nof 
“internet information location tool” in the U.S. Communications Decency Act of 1996—and that CarGurus 
provided an index, so should be able to claim the benefit of the safe harbour.   
 
Rather, in this case, the Judge held that the function of CarGurus’s website showed that while the 
defendant may have located information about a vehicle about a vehicle and provided it to the user 
through its website, it did not enable the user to find this information where it was located on the Internet 
(i.e. the Dealer’s webpage for that vehicle listing).  Because the model requires the user to contact 
CarGurus if the user was interested in a particular vehicle, and CarGurus would, in turn, act as a liaison 
between the user and the Dealer, it was not strictly an “intermediary” in the sense intended by the 
Copyright Act. The judge also rejected that CarGurus’ change to its website to include dealer information 
that allowed users to contact the dealers directly, moved its activities to inside the safe harbour:  
 

[50]           … in my view, while the addition of that information might have assisted the user in 
conducting its own additional searches or contacting the Dealer where the vehicle was located, 
CarGurus was still not providing a tool that enabled the user to get to the online location of that 
vehicle information (the Dealer’s webpage for the listing). 

Traders claimed that CarGurus infringed copyright in 196,740 such photographs and elected to seek 
statutory instead of actual damages. Even though Traders only claimed damages at the lowest end of the 

https://www.canlii.org/en/ca/laws/stat/rsc-1985-c-c-42/latest/rsc-1985-c-c-42.html
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scale, because of the volume of the infringement, they sought a total of roughly $98.3 million (i.e. 500 x 
196,740). 
 
The Copyright Act provides owners with the option to elect statutory damages over actual damages 
caused by an infringement, and sets out two scales of such statutory damages. For non-commercial 
infringements, the scale ranges from $100 to $5,000 per work (for all infringements). For infringements 
found to be of a commercial nature, that scale increases to $500 to $20,000 per work (for all 
infringements); however, courts are entitled to award damages lower than $500 per work for commercial 
infringements under section 38.1(3) of the Copyright Act if there is more than one work in a single 
medium and the awarding of the minimal amount per work would result in a total award that, in the court’s 
opinion, is “grossly out of proportion to the infringement”.  
 
In assessing the infringement claim, the judge concluded Traders had only met the burden of proof to 
establish its claim for 152,532 photographs. 
 
With respect to the quantum of damages, the Judge refused to apply simple arithmetic, and instead 
looked at all the circumstances and reduced the award to significantly below the minimum set out in the 
Copyright Act—about $2 per work—resulting in an award significantly smaller than the one sought: 
$305,064.  
 
Before a statutory damages award can be reduced, the facts of the case must show that the infringement 
was with respect to a single medium and that an award of damages using simple arithmetic applied to the 
amount would result in an award “grossly disproportionate” to the infringement. Once that threshold test is 
met, “all of the circumstances” must be considered, including those enumerated at section 38.1(5) of the 
Copyright Act, in particular (a) the good or bad faith of the defendant; (b) the conduct of the parties before 
and during the proceedings; and (c) the need for deterrence. 
 
To set the background for why the award was to be reduced in CarGurus, the Judge discussed the 
general principles motivating damage awards: provide compensation to owners for losses; deter future 
infringers; and that there needs to be some correlation between actual damages and statutory damages.   
 
Looking at the particulars of the case, the Judge found the threshold facts to allow a reduction of 
damages existed.  First, all the infringements occurred in a single medium—electronic, as opposed to 
physical. Trader’s argument that the various electronic platforms, like computers and mobile devices, 
should each be treated as a separate medium, since they were merely different platforms through which 
the works could be accessed, was rejected. On the second part of the threshold test, the court he;[ that a 
damages award in the tens of millions of dollars was clearly “grossly out of proportion” to the 
infringement.   
 
In applying his discretion, the Judge looked to the factors set out in section 38.1(5). It was important to 
the judge that, when entering Canada, CarGurus did not act in bad faith—there was no scraping or 
copying of the photos from Trader’s website, CarGurus obtains legal advice before acting, and was using 
the same business model as it did in the U.S. (which assumed the individual car dealers owned the 
images of cars they posted to their own websites and which was true for the United States). Of note, the 
Judge acknowledged that while further digging may have alerted CarGurus to Trader’s ownership of 
some of the photos (about 5% of those on dealers’ websites), that CarGurus failed to do so was not held 
against them. Further, Trader’s own conduct appears to have impacted their case—the judge found the 
demand letters from Trader did not put CarGurus on notice that the claimed infringement resulted from 
copying images on dealer websites, rather than Trader’s own website (autotrader.ca), and did not advise 
CarGurus of its ownership in these photos until shortly before Trader filed its lawsuit, at which point, 
CarGurus removed the impugned photos.     
 
In setting the $2 per work amount, the judge took into account the usual syndication fee charged by 
Trader, the number of dealers involved, what Trader’s competitors charge for similar services, Trader’s 
own costs in providing its service, CarGurus’ lack of profits in Canada during the time in question, 
Trader’s admission that it suffered no monetary damages and lost no business as a result of the 
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infringement, and the need for deterrence to push companies to perform better due diligence on copyright 
clearance in the future. The judge’s conclusion that CarGurus’ lacked bad faith motivated the denial of a 
punitive damages award.     

Microsoft Corporation v. Liu, 2016 FC 950 
 
repeat infringer, and statutory, punitive and exemplary damages  
 
Highlights:  
 
Statutory damages for five counts of infringement were assessed at $10,000 each – half the statutory 
maximum – for a total of $50,000. The statutory maximum – which would have brought the total to 
$100,000 – was thought to have been disproportionate to the amount of profit the defendant may have 
made by the infringing activity. Punitive damages in the amount of $50,000 were also awarded, bringing 
the total to $100,000. The requested $250,000 in punitive damages was not considered reasonable 
because the amount exceeded the amounts awarded in other cases where the nature and extent of the 
misconduct by the individual defendants was more egregious than that of the defendant in this case. 
There was also little justification offered for why the amount of punitive damages should significantly 
exceed the statutory damages amount being sought. 
 
Discussion: 
 
The defendants, Misters Liu, and their company, Ifix Computers, were alleged by the plaintiff, Microsoft 
Corporation, to have been installing unlicensed and unpurchased versions of the Windows 7 operating 
system as well as Microsoft Office suite on refurbished computers, in violation of Microsoft’s copyright on 
two occasions (in 2013 and 2015). This application was not the first time the defendants had been 
accused by the plaintiffs of such activity—the parties had settled two prior separate instances of copyright 
infringement, in 2010 and 2012, the latter settlement for which resulted in a judgement being issued by 
the court that permanently enjoined Mr. Liu from infringing Microsoft’s copyright in several programs.    
 
After finding that Microsoft’s copyright was infringed, the Judge turned to the quantum of damages 
question. Microsoft sought compensation in the form of (1) statutory damages pursuant to section 38.1 of 
the Copyright Act totalling $180,000; (2) punitive and exemplary damages in the amount of $250,000 as 
against Mr. Liu; (3) injunctive relief to restrain Mr. Liu from further infringing the Applicant’s computer 
programs; (4) pre-judgment and post-judgment interest; and (5) its costs of this application on a solicitor 
and client scale plus applicable taxes. Microsoft calculated the statutory damages at the maximum 
available for commercial infringement, in respect of 9 programs alleged to be infringed.    
 
The judge in this case considered the factors set out in section 38.1(5), and refused to award the 
maximum amount. In particular, the judge focused on the lack of evidence showing that the defendants 
generated any profit from their infringing activities, which distinguished this case from others, such as  
Microsoft Corporation v 9038-3746 Quebec Inc, 2006 FC 1509, where the maximum amount had been 
awarded.  
 
Although conceding that the section 38.1(5) factors generally weighed against the defendant, the Judge 
held this was still an inappropriate case in which to award the maximum damages amount, since the 
defendant’s actions were not viewed as “as egregious” as those of defendants in cases where the 
maximum was awarded, the plaintiff only established infringement of copyright in 5 of its works, and on 
only one occasion, and that, given the lack of evidence as to the defendant’s profits, an award of over 
$100,000 would be “out of proportion”. However, the Judge recognized the need to deter the defendant 
from engaging in such activities in the future, particularly because the defendants had been “dismissing of 
law and order”, having failed to abide the terms of the prior settlement agreements with Microsoft, and the 
terms of the court’s injunction:    
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[23]           … There is a clear and compelling need to deter Mr. Liu from any future infringing 
activity vis-à-vis the Applicant’s computer programs and a substantial amount of statutory 
damages needs to be awarded against him because of his infringement in this case. 

As such, the Judge set the statutory damages award at $10,000 for each infringement. Since the 
evidence showed 5 of Microsoft’s computer programs were infringed, the statutory damages amount was 
set at $50,000.  

Of note, although the statutory damages award was relatively low, the Judge awarded Microsoft punitive 
damages in the amount of $50,000. In the past, punitive damages of between $15,000 and $100,000 
have been awarded in copyright cases against individual defendants. Here, the Judge focused on the 
defendant’s failure to follow the 2012 injunction, holding “This disrespect and contempt for this Court and 
its processes cannot be tolerated or condoned, and on this basis alone an award of punitive and 
exemplary damages would be appropriate”. The defendant’s repeated infringing conduct despite several 
settlement agreements with Microsoft, which the defendant did not deny or try to hide, but that showed he 
likely knew his activities were infringing, also showed punitive damages were appropriate in this case. 
The judge also inferred that Mr. Liu must have made at least some profit from his infringing activities, 
since the business continued to be active throughout all the times Microsoft identified it engaged in 
infringing activities:   

[29]  … All in all, the evidence shows that Mr. Liu has little regard for the legal process and has 
caused the Applicant to expend significant time and money to protect and enforce the copyright in 
its computer programs as against Mr. Liu. 

While accepting that punitive damages were appropriate in this case, the Judge denied Microsoft’s 
request for an award of $250,000, finding the amount “outstrips the amounts awarded in other cases … 
where the nature and extent of the misconduct by the individual defendants was more egregious than that 
of Mr. Liu in this case”. Further, because Microsoft did not provide a sufficient explanation as to why the 
punitive damages award should exceed the statutory damages award, the Judge set the punitive 
damages award in this case at $50,000.  

Bell Canada v. 1326030 Ontario Inc. (iTVBox.net), 2016 FC 612; Wesley 
(Mtlfreetv.com) v. Bell Canada, 2017 FCA 55 
 
interlocutory injunctions, preloaded set top boxes, authorizing towards inducing 
infringement? 
 
Highlights:  
 
The Federal Court in 2016 issued an interim injunction against the sellers of television set top boxes that 
came pre-loaded with applications allowing consumers to download or stream pirated content for viewing 
on that television, including the plaintiff’s content. The Federal Court of Appeal upheld the decision in 
2017, finding “in light of the uncontradicted evidence including the advertisement that these pre-loaded 
set up boxes are a way to access free tv content and avoid cable bills, the Federal Court was entitled to 
draw the inferences that it did”.  The case is noteworthy because action was successfully taken against 
the party selling the devices, not the party creating the apps who is truly providing the service that results 
in direct access to the pirated content. It is also worth mentioning that the Court referred to infringement 
based on "inducing" infringement. This is a US concept, different from the Canadian concept of 
“authorizing” infringement. The defendants were denied the protection of the “conduit” exception. 
Evidently, using slogans such as “Original Cable Killer” and offering tutorials on how to use the set-top 
boxes “went above and beyond” providing merely the hardware. 
 
Discussion: 
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Set-top boxes are devices that can be connected directly to a TV, allowing for capabilities like a “smart 
TV” (i.e. Internet access). Set-top boxes are popular, and make it easier for the “average Joe” to find 
shows, movies and other content and stream them on TV. Most set top boxes are pre-loaded or pre-
installed with apps that provide access to content – Netflix, YouTube, HBO GO, Skype, etc. In the Bell 
Canada v 1326030 Ontario Inc. 2016 FC 612 (“Bell”), case, the Federal Court took a closer look at set-top 
boxes that were pre-loaded with apps and marketed as, for example, being “the original cable killer” and 
allowing the user to “cancel cable today and still watch all programs for free”. The Federal Court ordered 
an injunction against a number of individuals and companies that sold set-top boxes pre-loaded with apps 
that provide access to pirated content. The case is notable for a few reasons. 

First, Bell is another example of a preliminary injunction being granted in a copyright case. In the IP world, 
preliminary injunctions can be notoriously difficult to obtain, particularly in trademark cases. In Bell, the 
Court ordered an interlocutory injunction against the defendants, as well as any potential defendants that 
the plaintiffs may find also selling pre-loaded set-top boxes. The Court went through the three prong test 
for granting an interlocutory injunction, and found that (1) there was a serious question to be tried as 
evidenced by both a strong prima facie case for copyright infringement and a strong prima facie case for 
breach of the Radiocommunication Act; (2) the continued sale and advertisement of the boxes could lead 
to the loss of customers and therefore constitutes irreparable harm, and; (3) the balance of convenience 
favours the plaintiffs since there would not be undue restraint on the defendants – the defendants merely 
had to refrain from advertising and selling the set-top boxes containing pre-loaded applications, they 
could still market their legitimate products. The decision demonstrates that if an IP owner can show that 
an activity is likely to result in loss of customers, the normally difficult step of proving irreparable harm 
may be more easily satisfied. The Court also indicated that the “strength of one part of the test ought to 
be permitted to compensate for the weaknesses on another”. Similar findings have been noted in 
previous cases, in particular a trademark case from last year, where court found irreparable harm based 
on loss of customers (Reckitt Benckiser LLC v Jamieson Laboratories Ltd, 2015 FC 215). 

Second, Bell would appear to leave the door open for Canadian copyright law to permit infringement 
based on "inducing" infringement. Under Canadian law, "authorizing" an infringement is, in and of itself, a 
type of infringement: "authorizing" has been interpreted by the Supreme Court of Canada to mean "to 
approve, sanction or countenance". However, the law has not gone so far as to expand to cover the US 
concept of "inducing" infringement. For example, in Muzak1, the Supreme Court found “authorize means 
to sanction, approve and countenance”. Later, in CCH2, the Supreme Court found that “countenance in 
the context of authorizing copyright infringement must be understood in its strongest dictionary meaning, 
namely “give approval to; sanction, permit, favour, encourage”. Perhaps, though, not too much should be 
read into the finding on “inducement”, given there was a claim under the Radiocommunication Act, which 
may alone have been support enough for there being a serious issue to be tried, even though the court 
referred more squarely to “copyright” infringement. 

Third, and perhaps most notable, is that it is interesting that action was successfully taken against the 
party that was selling the devices, and not the party creating the apps and providing the service that 
results in direct access to the pirated content. When Canadian copyright laws were recently amended, a 
new type of infringement was introduced to address “services” that primarily enable acts of infringement. 
Factors for determining such infringement include whether the person expressly or implicitly marketed the 
services as one that could be used to enable acts of copyright infringement; whether the person had 
knowledge that the services was used to enable a significantly number of acts of copyright infringement; 
whether the services has significant legitimate uses; and whether the person enabling the acts of 
copyright infringement benefited from such infringement. This type of infringement covers services, not 
devices. In this case, the set-top boxes were marketed as being “the original cable killer” or “cancel cable 
today and still watch all programs for free”. Even so, it is interesting that the Court did not formally analyze 
the other factors that would have been canvassed to determine if a service is "primarily for the purpose of 
enabling acts of infringement". Rather, the Court found that the defendants’ actions went “above and 
beyond selling a simple means of communication”. By encouraging users to access pirated content, and 
in some cases actually teaching them how to do so, the defendants were found to provide services that 
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primarily enable acts of infringement. Furthermore, the defence under section 2.4(1)(b) of the 
Radiocommunications Act, selling only a means for communication, did not apply. 

The case should be noted by anyone in the tech world that selects apps that will be loaded on a device or 
that will accompany a device, or that deliberately promotes such services in a way that may leave the 
impression that the device can be used to avoid having to pay for lawful content. Greater reliance may be 
put on indemnity clauses from app providers before being pre-loaded onto a device in future. 

Whyte Potter-Mäl c Topdawg Entertainment Inc, 2016 QCCQ 11725. 
 
liability for erroneous DMCA takedown  

 
Highlights: 
  
 
This is the first case where liability was awarded in Canada against a copyright owner for issuing a DMCA 
takedown request. 
 
In this case, the plaintiff, Whyte Potter-Mäl, sought $15,000 in damages from found Topdawg 
Entertainment, Interscope Records, and Universal Music Group arising from the two month removal of the 
plaintiff’s song from YouTube and SoundCloud. The take-down resulted from the defendants’ submission 
of Digital Millennium Copyright Act (DMCA) takedown requests that later turned out to be false.  
 
Of note, the plaintiff did not identify any monetary loss, and the Quebec Court did not find this 
problematic, holding “the Copyright Act does not require such evidence to be made”. The Court reviewed 
the Copyright Act, as well as the Quebec Charter of Human Rights and Freedoms, and the damages 
award from the recent Supreme Court case in Cinar Corporation v. Robinson, 2013 SCC 73. The plaintiff 
was granted a total award of $8,000 in damages (plus interest) and indemnity under article 1619 of the 
Civil Code of Quebec, consisting of an award of $5,000 as moral and material damages from all the 
defendants, and an award of $1000 in punitive damages from each of the three defendants.  

United Airlines, Inc. v. Jeremy Cooperstock, (2017 FC 616) 
 
fair dealing for parody  

 
Highlights:  
 
This is the first decision interpreting the meaning and application of the new “parody” fair dealing 
category. This category was introduced to the Copyright Act as part of the 2012 Copyright Modernization 
Act. The Judge in this case interpreted “parody” as requiring “[(1)] the evocation of an existing work while 
exhibiting notable differences and [(2)] the expression of mockery or humour.” While the judge found that 
the defendant’s website—which was effectively a “sucks” site for United Airlines, that featured customer 
complaints—fell within the broad definition of “parody”, in all of the circumstances, it was not found to be a 
“fair” dealing. The Judge held the defendant’s “true” purpose was to “embarrass and punish United 
[Airlines] for its perceived wrongdoings”, and that potential consumer confusion caused by the dealing 
negatively impacted United. The defendant has appealed the decision to the Federal Court of Appeals.    
 
Discussion:  
 
United Airlines, Inc. v. Jeremy Cooperstock, (2017 FC 616, per Phelan, J.) is the first decision to 
specifically address the new “parody” fair dealing category. Before 2012, when the Canadian Copyright 
Act was amended to specifically include “parody” as a fair dealing category, Canadian courts treated 
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parodic uses of a company’s logos, brands, and other intellectual property as copyright infringement that 
was not excused by any other provisions of the Act. With the inclusion of “parody” as an enumerated fair 
dealing category, it became a live question whether such altering a company’s logo to criticize the 
company, and other similar parodic dealings would continue to be considered copyright infringement. 
 
United Airlines involved trademark and copyright claims in the context of a complaint website, 
www.untied.com, was a consumer complaint website registered and launched by the Defendant in 1997. 
In 2011, the Defendant added a logo to the website. It resembled a globe design employed by United 
Airlines but added a “frown” over the design. In 2012, the Defendant made further changes that tracked 
updates by United Airlines to its official website. United demanded changes and the Defendant modified 
the website: the colouring of the “TI” in “UNTIED” and the “frown” changed to red from blue, and a 
disclaimer and pop-up dialog box with a disclaimer (“This is not the website of United Airlines”) as well as 
text describing Untied as “an Evil Alliance Member” were added. In 2015, United Airlines again updated 
its website, and the Defendant created a “beta” site, described as closely resembling the United Airlines 
site — the UNITED site used similar colours, fonts, layout, and other elements from the United Airlines 
website. United Airlines sued. 
 
The focus of this summary is on the copyright aspect of the decision. There was no question in this case 
that if “fair dealing” did not apply, the Defendant’s website would infringe copyright. As such, the success 
of United Airlines’ copyright claims hinged on whether or not the Defendant’s activities were excused as 
“fair dealing” under the Copyright Act.  
 
The Judge recognized the two step test for “fair dealing” set out by the Supreme Court of Canada in CCH 
Canadian Ltd v Law Society of Upper Canada, 2004 SCC 13—(1) that the dealing must fall into one of 
the “fair dealing” categories listed at section 29(1) of the Copyright Act; and (2) that, in all of the 
surrounding circumstances (including the purpose, character, amount, and effect of the dealing, any 
alternatives to the dealing, and the nature of the work dealt with) the dealing is “fair”—as well as that “fair 
dealing” represents a “user’s right” that furthers the public interest objectives of the Act. While the Judge 
found that the Defendant’s website could be broadly considered a “parody”, he rejected that the specific 
dealing could be considered “fair”.   
  
On the first step of the test—whether the dealing falls into an enumerated category—the Judge discussed 
the meaning of “parody”, and found that, broadly speaking, the Defendant’s website could fall within that 
enumerated category. In interpreting the meaning of “parody”, which is not set out in the Act, he looked to 
dictionary definitions of the term, as well as how “parody” has been identified by Canadian, U.S., and 
European courts in the context of copyright claims. The Judge appears to have adopted the European 
interpretation of the term, from the Deckmyn v Vandersteen (2014), Case C 201/12 (Court of Justice) 
decision, holding: 

 
[119] … Parody should be understood as having two basic elements: [(1)] the evocation of an 
existing work while exhibiting notable differences and [(2)] the expression of mockery or humour. I 
would also note that the fair dealing exception for the purpose of parody … does not require a 
user to identify the course of the work being parodied. In addition, in my view, parody does not 
require that the expression of mockery or humour be directed at the exact thing being parodied. It 
is possible, for example, for a parody to evoke a work such as a logo while expressing mocker of 
the source company, or to evoke a well-known song while expressing mockery of another entity 
entirely.  

 
It is notable that in defining “parody” for the purposes of the Copyright Act, the judge declined to adopt the 
requirement at U.S. law that the new work created must at least, in part, comment on the work parodied. 
U.S. courts have, in the past, relied on this to distinguish between “parody” (acceptable under U.S. law) 
and “satire” (not acceptable).  
 
In United Airlines, because the Website evoked the United Airlines Website, the company’s logo and 
globe design, and did show some differences (including different content and a disclaimer) while 

http://www.untied.com/


Lovrics, Winegust  & Dam 
Bereskin  & Parr LLP Page 13 
 

expressing mockery and criticism of United Airlines, the Judge held the first step of the fair dealing test 
was met.  
 
At the second stage of the “fair dealing” test—where the Supreme Court requires the “analytical heavy 
hitting” to be done—the United Airlines decision strongly suggests that the application of “parody” may be 
quite limited. In particular, in considering each of the purpose, character, amount, and effect of the 
dealing, any alternatives to the dealing, and the nature of the work dealt with, the judge held the 
Defendant’s employment of United Airlines’ logo and other intellectual property could not have been “fair”.  
 
The first hint that a “parody” that is also a “fair dealing” may only have very narrow application was the 
judge’s consideration of the first fair dealing factor, the “purpose” of the dealing. The Judge looked to the 
Defendant’s “true” intentions, finding that he did not adopt United Airlines’ works for any parodic 
purposes, but rather to create marketplace confusion (effectively importing the judge’s trademark claim 
conclusions into the copyright analysis), and to “embarrass and punish United [Airlines] for its perceived 
wrongdoings”. The Judge questioned whether a “parody” claim could successfully be invoked when there 
is confusion, finding that “parody depends on the recipient or viewer recognizing that the work in question 
is a spoof”, which can be “difficult to establish” when the work in question is “confusingly similar” to the 
original work.  
 
The Judge also suggested that the effectiveness or sharpness of the parody could also demonstrate its 
true “purpose” was not that of acceptable parody stating that even if created with parodic intent, a parody 
that goes “too far” and crosses the line from being “mocking” to something that will “embarrass and 
punish” the target is not a work with a truly parodic purpose, and therefore will not be “fair”: “parody must 
include some element of humour or mockery—if extended too far, what may be designed in jest as 
parody may simply become defamatory”.  
 
In United Airlines, the Judge found the Defendant’s UNTIED Website had crossed such a line, concluding 
the Defendant’s “real purpose” was to “defame or punish” United Airlines. This conclusion was reiterated 
under the “alternatives to the dealing” factor, where the Judge held the Website failed to meet the parodic 
goal of humourously criticizing United Airlines, and was rather simply “mean spirited”. The Judge’s use of 
the term “defame” in identifying the purpose of the dealing raises some concern since “defamation” is a 
defined legal wrong that does not appear to have been raised by United Airlines in their pleadings, or 
otherwise considered by the Judge. Nevertheless, broadly speaking, the Judge’s analysis on the 
“purpose of the dealing” factor may make it difficult for defendants to rely on parody claims for criticism 
sites that are too sharp. 
 
Although professing that the “critical” aspect of the Website did not impact his analysis on the “effect of 
the dealing” the Judge’s concern with confusion was magnified in his analysis of this factor. In particular, 
he noted that it was not the “effect on the market [for the work at issue] that ought to be considered, but 
rather the confusion caused by the similarity between UNTIED.com and the United Website … [that may] 
cause customers to believe that the Plaintiff is unprofessional or that it does not respond to complaints”. 
This conclusion is notable given that the Supreme Court has specifically identified that the effect of a 
dealing on the author (rather than the work) is not an issue to be considered when assessing copyright 
infringement, but rather would need to be plead as part of a moral rights infringement claim. See 
Théberge v. Galerie d'Art du Petit Champlain inc., 2002 SCC 34 at paras. 11–23.   
 
Confusion also weighed heavily against the “fairness” of the dealing under the “alternatives to the dealing” 
factor. Although recognizing that this factor should not weigh too heavily when considering parody—since 
available alternatives may not be as effective in meeting the goals of parody—the Judge nevertheless 
concluded that the Defendant’s redesigned Website was “simply mean spirited”, and his prior versions of 
the UNITED Website that had “minimal use of certain parodic elements” presented an example of an 
acceptable alternative. Of note, in measuring what alternatives may have been available to meet the 
defendant’s “goal”, it was not the goal of “parody” that was considered, but rather, the goal of the 
Website, which the Judge characterized as “collating complaints about [United Airlines], offering 
passengers a resource for understanding their rights, and pressuring [United Airlines] to provide more 
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effective customer service”. He concluded that such a goal could not be met where consumers were 
confused.    
 
For the other factors (character of the dealing”, the “nature of the dealing”, and the “amount of the 
dealing”), because the works were published online, were available generally to the public, and the 
Defendant’s Website closely followed the United Airlines website, the Judge easily found the factors 
weighed against “fairness”. In general, the “amount of the dealing” factor will likely always be found to 
weigh against the defendant since, and as recognized by the Judge, some amount of the plaintiff’s work 
needs to be employed in the parody to make it recognizable as such. 
 
Of note, it does not appear the Judge considered whether the commercial or non-commercial nature of 
the Defendant’s Website had any bearing on the “fairness” analysis (although on the trademark side, he 
certainly found the Defendant’s activities resulted in commercial “use” of United Airlines’ marks). It 
therefore remains an open question whether the “fairness” evaluation might change where the nature of 
the dealing is for fundraising or other types of direct commercial activities.  

The Canadian Copyright Licensing Agency v. York University, 2017 FC 669 
 
fair dealing guidelines – amount of dealing and bright line thresholds 

The Federal Court ruled that York University’s “Fair Dealing Guidelines” do not excuse it from having to 
pay royalties to Access Copyright—a collective that administers the rights of authors and publishers—for 
copying activities of the University’s staff and students.  In 2010, the Copyright Board of Canada issued 
an Interim Tariff requiring post-secondary educational institutions to pay royalties to Access Copyright for 
certain copying activities, including with respect to digital copies. The University took the position that the 
Interim Tariff was not enforceable or mandatory, and if it was, that the University had implemented its own 
“Fair Dealing Guidelines” which, when followed, excused copying activities as fair dealing. The Court 
upheld the Interim Tariff issued by the Copyright Board, and denied the University’s claim that such 
copying activities were nevertheless excused.  

The case has particular significance given the transition over the last 20 years to an increasingly digitized 
landscape. As recognized by the Court, educational institutions have become reliant on digital and 
digitized resources, as well as peer-to-peer sharing and other databases and portals as a means to 
distribute and give access to resources.    

Of particular interest is the Court’s assessment of the thresholds in the University’s “Fair Dealing 
Guidelines” that set bright lines as to the amount of a work that could be copied. The Guidelines set out 
that “short excerpts” could be copied, and defined such excerpts as being the greater of either (1) 10% or 
less of a work; or (2) no more than other set amounts (e.g. one chapter from a book, a single article from 
a periodical, etc.); and, with the caveat that no more of the work should be taken than required to achieve 
the fair dealing purpose. While certainly probative, the “amount” of the work copied is not the only inquiry 
when assessing fair dealing—it is one of several factors to be assessed in weighing the “fairness” of the 
dealing. 

Determining “Fair Dealing” is a two-part test: (1) whether the dealing is for an allowable purpose identified 
in the Copyright Act (including education, research and private study); and, if so (2) whether the dealing 
is fair in the circumstances. To assess the “fairness” of a dealing, the Supreme Court has identified six 
non-exhaustive factors: (1) the purposes of the dealing; (2) the character of the dealing; (3) the amount of 
the dealing (i.e. the amount copied); (4) alternatives to the dealing; (5) the nature of the work; and (6) the 
effect of the dealing on the work. The Supreme Court has held that, at the first step of the test, the 
enumerated purposes should be given a “large and liberal interpretation” resulting in the “analytical heavy 
hitting” being done under the second step. 
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The Federal Court found there was no real issue that the University’s dealing was for allowable 
education, research, or private study purposes. The dealings, however, were not found to be fair.  With 
respect to the “amount of the dealing” factor, the Court considered the fixed thresholds in the University’s 
Guidelines, and found them to be arbitrary and not soundly based in principle. The University could not 
explain why such thresholds were set, and why they were “presumptively fair”, and neither could a 
witness for the Association of Universities and Colleges of Canada (“AUCC”), which had drafted its own 
“fair dealing guidelines” upon which the University’s Guidelines were based. The University’s failure to 
justify the choice of threshold was seen by the Court to seriously undermine the overall fairness of the 
Guidelines. 

The Court considered the quantitative amounts that could be taken, as well as the qualitative importance 
of such amounts, in considering the fairness of the Guideline’s thresholds. With respect to the 
“quantitative” amount, the Court identified that the University’s Guidelines set thresholds for the amount of 
a work that could be copied. The primary focus was on the “qualitative” side of the analysis. First, the 
Court considered the aggregate volume of copying by the University, as well as by all post-secondary 
institutions that could be allowed if the Guidelines or similar policies were widely adopted. The Supreme 
Court’s decision in Society of Composers, Authors and Music Publishers of Canada v. Bell 
Canada, 2012 SCC 36 found, however, that “aggregate” assessments properly fall under the “character 
of the dealing” factor, and the “amount of the dealing” factor should be assessed based on the individual 
use. In that case, the Supreme Court cautioned against focusing on the “aggregate” to assess the 
“amount of the dealing” since such focus could run the risk, particularly in a digital context, of 
disproportionate findings of unfairness. 

Second, the Court in York held the Guidelines arbitrary as they allowed for different amounts of a single 
work to be copied depending on their source. As an example, the Court pointed to a Canadian children’s 
story, The Hockey Sweater, which it found “could be copied freely if it appeared in an anthology, but 
would [be limited] if copied on its own”. The Court concluded: “Where a chapter from a book can stand 
alone and be important enough to be taken from the whole for inclusion in a course’s required reading, 
there is little doubt that the copied part is qualitatively significant to the work and to the author’s 
contribution.” The Court appears to have given little weight to the Guidelines, expressly stating that a 
short excerpt must contain no more of the work than is required to achieve the fair dealing purpose.   

While in York the bright lines set by the Guidelines were not found to weigh in favour of fairness, there 
have been cases where threshold amounts have been accepted. For example, in Society of 
Composers, Authors and Music Publishers of Canada v. Bell Canada, 2012 SCC 36, a 30–90 
second excepts of musical works was found to be a “modest dealing” compared to an entire (minutes 
long) work. Likewise, in 2012, the Supreme Court of Canada, held that a teacher’s copying of resources 
for students fell within the “fair dealing” provisions, in Alberta (Education) v Canadian Copyright 
Licensing Agency (Access Copyright), 2012 SCC 37. The AUCC Guidelines, upon which the 
University’s Guidelines were based, were developed considering this Supreme Court decision, an earlier 
decision of that Court involving library copying, as well updates to the Copyright Act passed in 2012. 

The Court in York considered each of the six factors finding, on the balance, the factors weighed against 
a finding of “fairness”. For example, in the “character of the dealing” analysis, that there were no 
limitations on the number of copies that could be made, or the life of such copies, which weighed against 
fairness. Further, the Court found that the University had reasonable alternatives to the dealing that were 
not “free”, and could have, for example, purchased individual chapters or articles from the publishers. Of 
interest, the Court recognized that while the copying in York occurred on an institutional scale, such 
institutional copying (compared to situational or spontaneous copyright) was not “inherently less fair”.  

An additional consideration that appears to have been material to the Court’s assessment of “fairness” 
was that the University did not review, audit, or enforce the Guidelines, finding that this “autopilot” 
approach to compliance underscored the unfairness of the Guidelines. For example, some instructors 
used a non-licensed print shop called the Keele Copy Centre (“Keele”), rather than the print shops 
supposed to be licensed by Access Copyright, including the University Printing Services.  The University 
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sent a memorandum listing authorized copy shops to faculty and staff. However, no sanctions were 
imposed against instructors that used Keele, and as noted by the Court “The events at Keele seem to 
have the same impact in the context of the Access-York relationship as the shot fired at Sarajevo in 
1914”. This suggests that auditing for compliance may be an important factor in tipping the scale towards 
copy guidelines being found “fair”.    

Google Inc v Equustek, 2017 SCC 34 
 
worldwide injunction by a Canadian court  
 
Highlights: The culmination of a years long battle, the Supreme Court of Canada held this year that a 
interim injunction against Google (a non-party to the underlying action) requiring Google de-index from its 
worldwide search results websites of the defendant to the underlying action that advertised allegedly 
counterfeit products for sale, was the most effective practicable way to enforce an interim injunction 
against that defendant. Key to the decision was the Court’s observation that the “Internet has no 
borders—its natural habitat is global”, which showed the Court that, to be effective, the remedy needed to 
be global as well. Further, because the evidence showed Google controlled a significant portion of the 
internet search market, it was the “determinative player” in allowing the harm to the plaintiff, Equustek, to 
occur.  
 
 
Cedrom-SNI inc. c. Dose Pro inc., 2017 QCCS 3383  
 
interlocutory injunction, media monitoring aggregator services, protection for 
titles, fair dealing  
 
Highlights:  

The Plaintiffs in this case were seeking an interlocutory injunction.  This case involved websites, 
Ladose.ca and Ladose.pro, that copied excerpts from the newspapers La Presse, Le Devoir and Le Soleil 
for media monitoring purposes. Ladose.ca provided a free aggregator service referencing title and 
providing a link to articles.  It also contained ads and links to Ladose.pro. Ladose.pro provided emails to 
paid subscribers which included, in addition to title and link, the “lead” paragraph, newspaper name and 
date and time of publication. The three newspapers and Cedrom-SNI, an authorized news aggregator, 
sought an interlocutory injunction against the two websites.  

Held:  

• Title and “lead” constitute a substantial part of a work. Specifically the court considered the effort 
required to generate a title and lead that will draw the reader’s attention and provide the essence 
of the news. In other words, skill and judgment come into play for both title and lead. 

• Fair dealing arguments were dismissed: 
o True purpose was to generate income rather than to disseminate the news; 
o Multiple copies reproduced and emailed to clients suggests unfair use; 
o A substantial part of the work was used; 
o Nature of the work is one which should be widely disseminated however defendants’ 

activities did not increase circulation of the articles; 
o Effect of the use does not increase traffic or revenues for newspapers. 

The result—Interlocutory injunction granted against and Ladose.ca and Ladose.pro. 
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Éditions Québec Amérique inc. c. Druide Informatique inc., 2017 QCCS 4092 
 
implied license for derivative works, software collaborators, future versions of 
software after relationship breaks down  
 

Highlights:  

This case involved Éditions Québec Amérique inc. (QA) which created Le Visuel Multimédia dictionary 
and Druide informatique inc. (Druide) which developed the Antidote grammar correction software. Both 
parties collaborated together for many years to cross-promote their products. In particular, an index of Le 
Visuel Multimédia was included in Antidote and users were able to purchase the online dictionary (via 
CD-rom). The parties had not signed an agreement defining these terms but agreed to share the 
revenues of the dictionary made from the Antidote platform. Druide launched subsequently Antidote HD 
which no longer included the index of Le Visuel Multimédia but incorporated Le Visuel Nano that provided 
dictionary illustrations from Le Visuel Multimédia, and offered for purchase the downloadable Le Visuel 
intégré dictionary which was a partial reproduction of Le Visuel Multimédia and fully integrated with 
Antidote. In the meantime, QA had concern over the fact that Le Visuel Multimédia was no longer 
promoted in Antidote HD. Conflicts arose between parties which eventually ended their long-term 
collaboration. Later Antidote 8 and Antidote 9 versions however still included Le Visuel Nano and the 
option to purchase Le Visuel intégré.  QA sought an injunction, damages, accounting of profits and legal 
costs against Druide for unauthorized use of Le Visuel Nano and Le Visuel intégré. Druide argued it had 
been granted an irrevocable, non-exclusive and unlimited license.  

Held: 

• The works in Le Visuel Nano and Le Visuel intégré are protected by copyright. 
• Druide did not establish that QA granted an implicit, irrevocable, non-exclusive, unlimited royalty-

free licence allowing it to adapt, produce, reproduce, represent and download the works in all 
Antidote versions. QA’s behaviour was indicative it consented to Druide’s use of the works for 
Antidote HD but not for Antidote 8 or Antidote 9. 

The result— $100K awarded in compensatory damages and $25K in punitive damages for illicit and 
intentional violation of copyright (art. 1621 Civil Code of Québec, art. 6 and 49 of the Charter of Human 
Rights and Freedoms). Bifurcation was ordered to deal disgorgement of profit and legal cost issues at a 
later date. 
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